
United States Patent and Trademark Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/681,028 



10/07/2003 



7590 1 

Homer L. Knearl 
Merchant & Gould P.C. 
P.O. Box 2903 

Minneapolis, MN 55402-0903 



MS306346.1/60001.299US01 



MURDOUGH, JOSHUA A 



PAPER NUMBER 



MAIL DATE 



DELIVERY MODE 



11/18/2008 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



Application/Control Number: 10/681 ,028 Page 2 

Art Unit: 3621 

ACTION 

Restrictions 

1 . As previously discussed on 15 January 2008, the originally presented election of species 
has been withdrawn. Also, Groups I and III were combined. Therefore, the restriction 
requirement prior to Applicant's amendment to the claims on 7 August 2008 stood as: 
Group: 

I. Claims 1-14 and 33-46, drawn to a system for identifying a license, classified in 
class 705, subclass 59. 

II. Claiml5-32, drawn to a method for identifying a license based on a ranking, 
classified in class 705, subclass 59. 

IV. Claims 47-55, drawn to a method of displaying a license, classified in class 705, 
subclass 59. 

V. Claims 56-65, drawn to a method for licensing software, classified in class 705, 
subclass 59. 

VI. Claims 66-88, drawn to a method for identifying and displaying a license and a 
product including a program to perform the same method, classified in class 705, 
subclass 59. 
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2. Applicants elected the combined group, identified as 1 above, containing claims 1-14 and 
33-46, without traverse in their response on 13 February 2008. The Examiner issued an Office 
Action on these claims on 8 May 2008. 

3. Applicants amendments on 7 August 2008 essentially brought new claims. The only 
claim still pending is claim 1 . However, every word of the previous claim 1 has been removed. 
As amended, claim 1 recites "[a] computer-implemented method for restricting access to a 
license and determining an applicable software hcense." This is not the same as "[a] system for 
identifying a license for a first software product of a first type" as previously recited. 

4. The limitations of claim 56, now cancelled, can be found in the new claim 1 . Claim 56 
requires there to be a plurality of licenses and that each software product have one associated, 
line 3. Claim 1 shows a first version of an application with a first license associated with it, lines 
4-5, and a second version of a software application and a second license, where one of the 
licenses is associated with the second version, lines 16-21. Claim 56 requires the licenses to be 
ranked, lines 4-5. Claim 1 shows the licenses are ranked, lines 5-6 and 16-17. Claim 56 requires 
finding the correct license based on the assigned rank, lines 6-7. Claim 1 shows the comparing 
of the ranks to determine the correct license for the software, lines 20-21. 

5. As claim 1 contains similar limitations to those found in claim 56, the Examiner asserts 
that claim 1, as amended, belongs to Group V. Moreover, claims 97 and 106 also contain these 
limitations. Claim 97 is directed toward a product and claim 106 is directed toward a system. 
However, merely reciting a different statutory class is not sufficient to associate them with a 
separate group. The bodies of these claims (1, 97, and 106) are not patentably distinct. 
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Therefore, they all fall in the same group. As claim 1 has already been determined to fall into 
Group V, claims 97 and 106 are also considered part of Group V. 

6. All the independent claims presently being presented fall within Group V. Thus, all of 
the dependent claims are also part of Group V. 

7. As Applicants have already elected Group I, presenting claims that correspond to Group 
V constitutes shift. As noted in MPEP 819, "[t]he general policy of the Office is not to permit 
the applicant to shift to claiming another invention after an election is once made and action 
given on the elected subject matter." Applicant has elected, without traverse, the originally 
presented Groups I and III, which now constitute Group I. Moreover, the Examiner has provided 
an action on that elected subject matter (claims 1-14 and 33-46). 

8. As per MPEP 821 .03, "[a]n amendment canceling all claims drawn to the elected 
invention and presenting only claims drawn to the nonelected invention should not be entered. 
Such an amendment is nonresponsive." 

9. Thus the amendment filed on 7 August 2008 canceling all claims drawn to the elected 
invention and presenting only claims drawn to a non-elected invention is non-responsive (MPEP 
§ 821 .03). The remaining claims are not readable on the elected invention for the reasons noted 
above. 

10. Since the above-mentioned amendment appears to be a bona fide attempt to reply, 
applicant is given a TIME PERIOD of ONE (1) MONTH or THIRTY (30) DAYS, whichever is 
longer, from the mailing date of this notice within which to supply the omission or correction in 
order to avoid abandonment. EXTENSIONS OF THIS TIME PERIOD UNDER 37 CFR 
1.136(a) ARE AVAILABLE. 
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1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOSHUA MURDOUGH whose telephone number is (571)270- 
3270. The examiner can normally be reached on Monday - Thursday, 7:00 a.m. - 5:00 p.m. 

12. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Fischer can be reached on (571) 272-6779. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

13. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Elecfronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Joshua Murdough 
Examiner, Art Unit 3621 



/ANDREW J. FISCHER/ 

Supervisory Patent Examiner, Art Unit 3621 



